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DETAILED ACTION 

Election/Restrictions 

1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions 
which are not so linked as to form a single general inventive concept under PCT 
Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this 
action, to elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1-5 and 12-13, drawn to a propylene random copolymer. 
Group II, claim(s) 6-11, drawn to a process of making propylene polymer. 

2. The inventions listed as Groups I and II do not relate to a single general 
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack 
the same or corresponding special technical features for the following reasons: 
the random copolymer of Group I comprise the same propylene copolymers as 
the prior art copolymers, e.g. Nakano et al. (US 6,846,943). As the recited 
cycloolefin does not make a contribution over the prior art, i.e. the special 
technical feature(s) is anticipated by or obvious in view of the prior art, unity of 
invention is lacking and restriction is appropriate. 

3. During a telephone conversation with Attorney Marc Weiner on November 
27, 2006 a provisional election was made with traverse to prosecute the 
invention of Group I, claims 1-5 and 12-13. Affirmation of this election must be 
made by applicant in replying to this Office action. Claims 6-1 1 withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 



Application/Control Number: 10/568,964 Page 3 

Art Unit: 1713 

if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1 .48(b) and by the fee 
required under 37 CFR 1.17(i). 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 3-5 and 12-13 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 1 does not provide proper antecedence for dependent claims 3-5. 
The ethylene polymer of the first skin layer and propylene homopolymer of the 
second and third layers are not within the scope of the propylene random 
copolymer of claim 1 . 

It appears that claim 13 should depend on claim 12 rather than 1 1 and is 
treat under such a presumption. However, if claim 13 is intended to be 
depended on claim 1 1 , claim 13 will not be considered due to improper multiple 
dependency. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subjiect matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
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said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1,12, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakano et al. (US 6,846,943). 

Nakano teaches a propylene copolymer containing not less than 50 wt% 
of propylene unit with high stereoregularity prepared in the presence of a 
specified metallocene catalyst, wherein the preferred comonomer is ethylene, the 
melting temperature (Tm) of the polymer is in the range of 130-1 50°C, and the 
2,1 -insertion and 1 ,3-insertion together is less than 0.05 mol%. Nakano's 
Examples 2 and 7 demonstrate the polymerization conditions which provide 
propylene polymers with 2,1-insertion and 1 ,3-insertion together being less than 
0.05 mol%, and the propylene homopolymer prepared in Example 7 has Tm of 
149.7 °C. However, it is noted that the propylene polymers of those Examples 
does not meet the "Px", the mol% of the comonomer is the copolymer, limitation 
of the instant claims, i.e., ethylene content in the polymer is higher than zero but 
not more than 15 mol%. 

However, as shown above, Nakano expressly discloses propylene 
copolymer with comonomer in the range of less than 50 wt% can be prepared, a 
propylene with comonomer in the range of higher than zero but not more than 15 
mol% is within Nakano's disclosure. Thus, it would have been obvious to a 
skilled artisan at the time the invention was made to employ Nakano's teaching 
to copolymerize propylene and ethylene with ethylene content of not more than 
15 mol% under the polymerization conditional of Nakano's Examples 2 and 7 in 
order to provide propylene polymers with minimized 2,1-insertion and 1,3- 
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insertion in the propylene chain of the polymer since such is within the scope of 
Nakano's teaching and in the absence of any showing criticality and unexpected 
results. 

It is understood that Tm decreases with the increase of the amount of 
ethylene incorporated to the propylene polymer. Based on the Tm of Nakano's 
Example 7 of 149.7°C, it would have been obvious to incorporate small amount 
of ethylene the propylene polymer under the polymerization condition of Example 
7 to provide ethylene-propylene copolymer with Tm in the range of 130-1 50 °C. 

While Nakano does not expressly disclose the n-decane soluble fraction of 
the propylene polymer, based Tm and low level of 2,1- and 1,3-insertion of 
Nakano's propylene polymer of Examples 2 and 7 which evidence the similarities 
between Nakano's propylene polymers and the propylene polymers of the instant 
claims, one would have expected Nakano's propylene copolymer to be 
substantially similar to the random propylene polymer of the instant claims. 
Therefore, Nakano's propylene-ethylene copolymer with ethylene at the lower 
end of the range are expected to inherently have similar solubility behavior in n- 
decane as that of the instant claims. 

Conclusion 

9. The prior art made of record in Form-892 and not relied upon is 
considered pertinent to applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Caixia Lu whose telephone number is (571) 
272-1 106. The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the 
matter is urgent, the examiner's supervisor, David Wu, can be reached at (571) 
272-1 1 14. The fax numbers for the organization where this application or 
proceeding is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
(571)272-1700. 




Caixia Lu, Ph. D. 
Primary Examiner 



